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FREEDOM AND TRADE-MARKS 


PART I 


FREEDOM AND TRADE-MARKS 
Three Articles by Edward S. Rogers 


We are glad to reproduce here three articles by our eminent trade-mark law expert, Mr. 
Edward S. Rogers, published in American Druggist, in the issues of July, 1943, January, 1944 
and March, 1944. Mr. Rogers has the genius of writing on this subject in a manner both pro- 


found and eminently clear. At a time when trade-marks are much maligned, this exposition is 
welcome.—Eb. 


EVEN THE ROMANS LOOKED FOR THE TRADE-MARK 


Trade-marks are one of the oldest of human institutions. They occur in all the 
earlier civilizations ; wherever are found the remains of any of them in Egypt, Crete, 
Greece, or Rome, things with trade-marks on them turn up. Indeed an industrious 
antiquarian was able to compile a directory of the lamp makers of ancient Athens 
from the marks on the broken clay lamps that were found in the city refuse heaps. 

In the Middle Ages an elaborate system of trade-mark protection was set up 


under the auspices of the trade guilds. The use of trade-marks was then compul- 
sory. No artisan would pursue his calling without belonging to a guild. The guild 
statutes required all goods to bear two marks—the guild mark showing that it was 
legitimate, and the maker’s private mark to fix responsibility for bad workmanship. 
With the break up of the guild system these requirements, of course, lapsed but in- 
dividual makers continued to use their marks so that they might get credit for good 
work and thus perpetuate their reputation as honest workmen. But the fact that the 
maker of goods could be identified by the mark upon them, and responsibility for 
good or bad quality thus fixed, placed the trade reputation of every artisan in the 
hands of his customers. The marks of those whose goods gave satisfaction became 
a guaranty of quality and inspired confidence. It became customary to say that a 
good will was attached to them. This good will continued to exist as long as the 
confidence was deserved. But when quality failed, good will ended and ill will took 
its place. The maker for good or ill staked his reputation on the quality of his goods. 
And it all centered around the fact that the merchandise could be identified as com- 
ing from him by the mark that appeared upon it. 

Let’s philosophize a bit and try to understand in another way what good will is. 
Let’s get back to first principles and apply it first to people. Good will is nothing but 
collective friendliness toward a person or an article, and, to repeat, its existence de- 
pends on the ability to distinguish. Try to imagine for a minute what the world 
would be like if no person could be identified, if everybody looked so like everybody 
else that people could not be distinguished from each other. Fancy the state of 
morals if it should be impossible for any individual, by face, figure, or dress, to 
differentiate himself from others exactly like him. Try to imagine humanity in bulk. 
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No one could be held responsble for any of his acts. Crime could not be punished 
because criminals could not be distinguished from honest men. Virtue could not 
be rewarded. No one could get any credit for good behavior or discredit for bad. 
Gresham’s law would prevail and everybody would soon be on the level of the worst. 
I suggest that you consider whether you would like to live in a world where every- 
one looked so exactly like everybody else that people could not be told apart ; a world 
where everyone looked, walked and talked alike, and had no names. 

Now let’s translate this into a less speculative field. Let us suppose that no 
merchandise could be distinguished from any other; that it was forbidden to mark 
any goods or put any name, label, or other identification on them. How would you 
like to be a consumer in such a world, or how would you fancy being a producer of 
anything? There could be no pride of workmanship, no credit for good quality, no 
responsibility for bad. Under such an economy how good do you think the things 
that were made and sold would be? There would be competition to see who could 
make the worst goods, not the best, and he would win whose product was the cheap- 
est, poorest and most dishonest. It couldn’t be otherwise. If there were no way 
to tell the good from the bad, why bother to sell anything but the bad, and the worse 
the better? The present day competitive desire to do better would simply be re- 
versed, and everyone would devote his merchandising and manufacturing energies 
to the promotion of the worst possible type of goods. 

The ability to distinguish between people and the use of trade-marks and other 
identifying means on goods prevents this sort of barbarism. Trade-marks make 
identification possible and enable people to buy with the assurance that they are get- 
ting the merchandise which by faith or experience they believe to be good, and by the 
same means to avoid what they dislike or know nothing of. Thus, both good will and 
ill will, or indifference, can be made effective. 

We are apt to think that a trade-mark is one thing, and is more or less a legal 
abstraction, and good will something else equally abstract. Trade-marks, names 
and brands are merely visible good will, and good will is good reputation as ill will 
is bad reputation. There have been innumerable definitions of good will. It is 
hard to improve on Mr. Justice Holmes’ statement that good will is the inclination 
to go back to the place where you have been well treated. But if you can’t find the 
place you won’t be able to go back. As applied to goods, good will is the tendency 
to buy again an article which has given satisfaction in the past. 

Good will is trade expectancy. It is what makes tomorrow’s business more than 
an accident and, therefore, good will is property. As Mr. Justice Sutherland, speak- 
ing for the Supreme Court, remarked in the Fair Trade cases: 


And good will is property in a very real sense . . . Good will is a valuable contributing 
aid to business—sometimes the most valuable contributing asset of the producer or dis- 
tributor of commodities. And distinctive trade-marks, labels and brands, are legitimate 
aids to the creation or enlargement of such good will. 


In these days when we hear so much about grade labeling and enforced ano- 
nymity—of goods clothed in prison garb and numbered like a convict—it might be 
well to bear in mind a few of these basic principles. Also, I might suggest that the 
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exercise of free choice, which the use of trade-marks makes possible, is one of the 
freedoms which we in America have and, perhaps, take too much for granted. If 
we should be deprived of it through the limitation or prevention of the use of trade- 
marks, we would soon realize what we had lost. It would prevent us from choosing 
what we want and force us to take what someone in authority might think we ought 
to have. It would substitute Government choice for our own. This, it is super- 
fluous to point out, is totalitarianism, and I doubt if we would care for it. Anyway, 
we are fighting this war to keep it away from here. 


THE DEMOCRACY OF TRADE-MARKS 


Politically, Democracy means government by the people—the right of the people 
to choose what kind of government they shall have and who shall govern them, as 
well as the right to turn them out. Democracy implies that it is possible for any 
man to go as far as he is able to go and to raise himself by his own efforts as high as 
he can. It makes no difference how obscure his start may have been. Democracy 
gives him the same chance of getting on as anybody else. In a Democracy no one 
is hampered by class, caste, or confined by artificial barriers. These things are taken 
for granted in the United States. It has been our pride that any native born boy 
has the same chance to be President as every other. “From canal boy to President” 
merely states the American tradition. The success story “From Rags to Riches” 
is the tradition of American business. If a man makes a better mouse trap, though 
he may live in the midst of a forest, the world will beat a pathway to his door. This 
is only a poetic way of saying that every man gets the credit or discredit which the 
quality of what he sells entitles him to. 

In 1791 there was referred to Thomas Jefferson, then Secretary of State, a peti- 
tion of Samuel Breck and others, sail-makers of Boston. They prayed “that they 
may have the exclusive privilege of using particular marks for designating the sail 
cloth of their manufactory.” Mr. Jefferson reported “That it would, in my opinion, 
contribute to fidelity in the execution of manufacturers to secure to every manufac- 
tory, an exclusive right to some mark on its wares proper to itself.” No one is 
likely to assert that Jefferson was not a believer in Democracy. He said that it would 
contribute to fidelity to secure to every manufacturer the exclusive right to his mark. 
This view is, I suggest, the very essence of Democracy, because the manufacturer’s 
mark symbolizes individuality and offers, as Mr. Jefferson said, a reward for fidelity. 

There is no need to follow the long historical development of the use of marks 
by the guilds of the Middle Ages when trade-marks were not originally used in their 
own interest by the makers of goods bearing them, but, as Professor Munroe Smith 
points out, they “were imposed upon them in the interest of the public, in order to 
locate responsibility for short weight, inferior material, or poor workmanship. Like 
the fingerprints taken today by the police, they established a liability rather than a 
right. But since this liability tended to secure honest and efficient workmanship, 
the trade-mark came to be regarded as an assurance of quality, and the confidence 
of the public in the quality of wares bearing a trade-mark of good repute became an 
asset. This asset grew in value when wares, at first produced only for local con- 
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sumption, gained wider markets.’ This, of course, is direct recognition of the 
growth of the idea of individuality and personal responsibility of the maker for what 
he is asking dealers to stock and the public to buy. Trade-marks symbolize reputa- 
tion, good or bad, and the trade-mark is valuable in the exact proportion to the good- 
ness or badness of the reputation which it symbolizes. As it is difficult in a Demo- 
cracy for a disreputable man to be elected to public office against a reputable man, 
so is it difficult for disreputable goods which can be identified by the mark upon 
them to enjoy the suffrage of buyers for long when competing with reputable goods 
which can also be distinguished from the disreputable by their markings. The op- 
portunity and ability to choose between the candidates for public favor either at the 
polls or in the market is the essence of Democracy. The democracy in trade-marks 
is like democracy in the individual; it makes effective what people think of them. 
Signs on stores are exactly like trade-marks on goods, and as important. They 
identify the store so that satisfied customers can find their way back again. The 
name of the proprietor on a sign outside his store is just as much his trade-mark as 
the brand of goods he sells inside it. What people think of them depends on what 
they have made of themselves, and the reputation they have acquired as the result 
of experience with them, whether they are reliable or not, whether they keep their 
promises, whether they have proved themselves honest and dependable. Both start 
from nothing and raise themselves as high as they can, and, theoretically at least, 
as high as they deserve. But where Democracy comes in is the fact that both the 
man, who is distinguished from others by name and appearance, the store, which is 
distinguished from others by the owner’s name on the sign outside it, and the mer- 
chandise, which is distinguished from others by brand or label, make their own repu- 
tations by their own efforts. In the words of Thomas Jefferson, the fidelity of each 
is indicated by ‘“‘a mark proper to itself.” Thus I suggest that the encouragement 
of the signs of identity, whether they take the form of store names or trade-marks, 
is the encouragement of Democracy—Democracy for the merchant, who uses them 
to symbolize and perpetuate the good reputation he has built for himself, and Demo- 
cracy for the public who can rely on the sign or trade-mark as the means of making 
a free choice between competing merchants. Also the fact that identifications of 
businesses and goods are used is the essence of free competition and the opposite of 
monopoly. There is no point in indicating the maker of goods if there is only one. 
You buy from him or you don’t buy. If the only place to buy medicines in a town 
were a government dispensary, there would be no need of anything to distinguish it. 
It would be like a state liquor store in states where the state runs the liquor business. 
No matter how bad the service might be, there would be nowhere else to go. You 
would have to go there or go without. It is only when two or more are bidding 
for public favor that there is need for distinguishing. This is to make possible the 
democratic right of free choice. You cannot choose between things unless you can 
tell them apart. That is what a trade-mark does—it is a mark which in trade enables 
buyers to tell competing goods apart. That is what a store sign does—it permits 
customers who are inclined to come back to find the place whose merchandise they 
found to be satisfactory. Individuality, which is Democracy, is not possible other- 
wise. 
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SURNAME OR TRADE-NAME—THE PURPOSE IS THE SAME 


Many centuries ago, surnames were adopted because common names had become 
too common. The common man had only one name. This was the name he was 
christened with—what we call his baptismal or Christian namie. The result was that 
there were a lot of Johns, Peters, Thomases, Richards, and Josephs among the men. 
Most of the women were Marys, Anns, and Janes. Imagine yourself living in such 
a community. When you spoke of John, you had to distinguish the John you meant, 
from all the other Johns, by some added name. These were called surnames. “Sur” 
was used in the sense that we now speak of a surcharge or overcharge, or of a surtax, 
an added tax. A surname is a name over or above a man’s baptismal name. These 
surnames were really nicknames. The meaning of the words nickname and surname 
is the same. Nick is from the Middle English eke—also. This also name, or sur- 
name, became an ekename, and this was telescoped into nekename which became 
“nickname.” 

Surnames or nicknames were usually descriptive of some characteristic of the 
person to whom they were applied. Some were occupational. John the smith was 
John Smith, John the carpenter was John Carpenter. The man who made bows 
was John Bowyer; if he used a bow he was John Bowman; if he put feathers on 
arrows he was John Fletcher; or he was John Cooper, John Shoemaker, John 
Taylor, John Waterman. If he could read or write, he was John Clark. These were 
occupational names. John’s identification might be some physical characteristic such 
as Black, Brown, White, or Red (Reed), or if he had light hair, he might be called 
Fairfax or Blount (blonde) ; or he might be John Short or Long, High or Low, 
John Longfellow or John Little, or Pettyjohn. If he was a big man, he would be 
John Stout, or if he was very thin, he might be John Rathbone, i.e., Rattlebone. If 
he was bald, he was John Ballard. Some of the descriptive terms applied to people 
were not only scurrilous, but indecent, reflecting the robust spirit of the times. Where 
John lived might be indicated by the name applied to him. John Street, John Lane 
or John Alley are examples of this. John who lived by the well was John Wells or 
John Atwell or Atwater. If he lived on the outskirts, he was John Townsend to 
distinguish him from the John who lived in the town who was called John Town or 
perhaps Middleton. John Ford, John Hill, or John Dale are sufficiently obvious. 

Language made a difference. Henry’s son might be Harrison or Fitz (fils) 
Henry or McHenry. If he was a foreigner, this was indicated by a surname— 
French, Fleming, or Cornwallis (from Cornwall). Portugal became Portingal and 
then Pattengill. John might be identified as the son of his father—John John-son, 
or if his father was called Jack, the son would be John Jackson, or Jameson, or 
Richardson, Rixon, Dixon, or Thomson, as the case might be. Williamson was 
sometimes shortened to Williams or Wilson. Little Will became Wilkins and his 
son, Wilkinson. Walter was usually shortened to Wat, and from this comes Watson 
and Watkins. Brothers did not usually have the same surnames. One might be 
John Wilson and another Tom Williamson, and their sons might be Williams or 
Wilkins. 
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But what I am getting at is that it was socially necessary almost as soon as com- 
munity life began to identify individuals and distinguish them from each other. Iden- 
tification insured responsibility for conduct. Without it, there could be none. In no 
other way could people be told apart. The law could not be executed, nor was trad- 
ing possible. 

The same evolution occurred when commerce began. The Egyptian law required 
the owner of every brickyard to place his name on the bricks he sold, and also the 
name of the slave who actually made the bricks, so that responsibility for defective 
bricks could be fixed. This was a characteristic of the guild system of the Middle 
Ages. All manufacture—‘“misteries” as they were called—was confined to trade 
guilds. No one could engage in trade unless he was a member of such a trade union. 
The guild statutes required each article made to bear the guild mark, accompanied 
by the mark of the individual artisan. This was for two purposes—to show that the 
article was not contraband, that is to say, non-union—and the requirement that the 
individual artisan’s mark be stamped on the goods was to fix responsibility for bad 
work, so that the slovenly worker could be identified and disciplined. For example, 
helmet makers petitioned in 1347 against the foreigners who, not knowing their 
trade, intermeddled in the making of helmetry “by reason whereof many great men 
and others of the realm have been slain through their default.” It was the law of the 
armorers to compel each member of the guild to mark his product to fix responsibility 
within the guild for faulty work. And the reason was clear enough. A fighting man 
staked his life on the weapons he bore and the armor he wore, and, if anything went 
wrong, his widow or next of kin wanted to find the varlet who was responsible. 
These were in the nature of public regulations. Some artisans being better than 
others, by a gradual process of evolution, certain marks came to connote good work- 
manship and, hence, to symbolize good will, like a modern trade-mark. With the 
break up of the guild system, marks of this kind survived and with them the modern 
idea of trade-marks symbolizing good will or good reputation and having an asset 
value. 

But trade-marks are also a liability because the user of them stakes his reputation 
for better or for worse on his goods; for, good or bad, they can be identified as com- 
ing from him. He gets the credit if they are good and the discredit if they are bad. 
Thus trade-marks are symbols of individual responsibility. They are the guarantee 
of the maker of the goods bearing them of identity and quality. He says, “I am 
willing that my goods should be compared with others by the public, and I am willing 
to take my chances on their liking them. If they do not, they can keep away from 
them next time, because they can be distinguished by my trade-mark.” 

What if goods we buy were not marked with the name or brand of the maker 
or seller? Anonymous goods would be as reliable as an anonymous letter. Deprived 
of the handy tool of trade-marks to designate what we want, we would be compelled 
to describe everything according to government specifications. Did you ever read a 
government specification? Government specifications are mostly written by lawyers 
with logorrhea. Remember the one defining fruit cake? This regulation consists 
of some five hundred and twenty-eight words and defines fruit cake as follows: 


(a) “Fruit cake of a comparable type sold by the producer in the period of October 
1 to December 31, 1941, inclusive,” means a fruit cake (1) the ingredients of which would 
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have had the same approximate total cost if such ingredients had been purchased in March, 
1942, as the total cost of ingredients used in making the fruit cake for which a maximum 
price is to be determined if such ingredients had also been purchased in March, 1942, and 
(2) of the same weight when completed and ready for packaging as the fruit cake for which 
a maximum price is to be determined. 


(b) “Similar fruit cake” means a fruit cake of approximately the same total cost of 
ingredients and packaging materials and of the same weight when completed and ready 
for packaging as the fruit cake for which a maximum price is to be determined. 


Which would you prefer, to try to comprehend this rigmarole, or to say “ Nabisco 
Fruit Cake” and trust to the maker’s good sense to have the product he puts his 
trade-mark on the best he knows how to make? Who would be more likely to know 
what good fruit cake is than the man who makes fruit cake and stakes his business 
reputation on its being good? Who would likely be a better judge of fruit cake, this 
man or a lawyer in Washington suffering from acute circumlocution ? 


USER REQUIREMENTS FOR TRADE-MARKS—AN IMPORTANT 
BRAZILIAN DECISION 


In the May issue of last year we published an article entitled ““User Require- 
ments for Trade-Marks” and discussed particularly the provisions of the laws in 
certain countries requiring that the mark must be used within a certain period from 


registration and that such use must not be interrupted for more than a certain period. 
Such laws provide for forfeiture of the trade-mark registration when technical non- 
use has taken place without regard to whether there has been actual abandonment 
of the trade-mark. We indicated that these local provisions of national laws should 
not be permitted to operate to the injury of foreign trade-mark owners entitled to 
the benefit of the provisions of the International Convention for the Protection of 
Industrial Property. 

In writing this article we had particularly in mind the situation in Brazil where 
there has been for some time a practice of local traders seeking to cancel the regis- 
trations of foreign trade-marks on the ground of non-user. Petitions for cancellation 
of such registrations were usually supported by a certificate of the Board of Health 
showing that no local license has been obtained for the sale of the trade-marked 
pharmaceutical or food product or a certificate of the Treasury Department showing 
that no stamp duty seals were obtained for the retail sale of the particular trade- 
marked products when under Brazilian law such products can only be sold in retail 
with the stamp duty seal thereon. 

Recently an important decision was rendered by the Council on Appeals of the 
Department of Industrial Property in Brazil which may indicate an enlightened 
attitude of the authorities on these attacks upon foreign trade-marks registered in 
Brazil. The decision in question was rendered by the Council on Appeals on No- 
vember 22, 1943 in the case Companhia Antartica Paulista v. The Coca-Cola Com- 
pany. The facts are briefly as follows: 

The Brazilian concern filed a petition for cancellation of the “Coca-Cola” reg- 
istration No. 24179 of 1912, renewed in 1927, on the ground that there had been 
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no user of the registered trade-mark in Brazil for a period of more than three years 
and in support of this petition a certificate was filed from the Board of Health show- 
ing that the sale of the product covered by the trade-mark had not been licensed by 
the Board as of the date of the filing of such petition. Subsequently, a Board of 
Health license was issued and the plaintiff withdrew its petition for cancellation. 
However, the Patent Office failed to attach the notice of withdrawal to the par- 
ticular file and proceeded to issue its decision cancelling the above registration. An 
appeal was taken to the Council on Appeals and the Patent Office forwarded to the 
Council the notice of withdrawal of the petition. 

Leaving aside certain questions of procedure discussed, we wish to report here 
the portion of the decision, and of the opinion of the member of the Council who 
acted as reporter in this case dealing with the question of non-user. The decision 
reads : 


As regards the merits, the trade-mark, the forfeiture of which is claimed is a trade- 
mark that is known al! over the world and the lack of a Board of Health license, while 
tending to constitute a presumption of non-use, does not constitute irrefutable proof in 
view of the fact that the trade-mark may have been illegally used, i.e. contrary to the 
provisions of the Board of Health regulations. Any infraction in this respect of such 
regulations is to be taken care of by the competent authorities and not by the National 
Department of Industrial Property. On the other hand it is incontestable that the product 
“Coca-Cola” is in existence in our market. For these reasons by unanimous vote we 
decide to reverse the decision which has been appealed from. 


The opinion of the Reporter is particularly significant. We quote its most im- 
portant paragraphs: 


The withdrawal of the petition for cancellation of the trade-mark “Coca-Cola” filed by 
the petitioner appears to amount to an implicit recognition of the use of such trade-mark. 

In other words, the word “Coca-Cola” is a trade-mark which is famous all over the 
world as has already been recognized by the Council on Appeals in a previous case. 
Under these conditions it enjoys the protection of the International Convention. 

Now, trade-marks which are known all over the world are covered by the International 
Convention and their use is recognized independently of licensing by the Public Health 
Department as this Council has already held by its decision No. 4229 relating to the trade- 
mark “Bromo Seltzer.” 

The lack of a license leads to the presumption of non-use but it is not an incontestable 
affirmation since the trade-mark may be illegally used, that is, contrary to the provisions 
of the regulations. Such illegal use must be suppressed or eliminated by the competent 
authorities. It is not incumbent upon us to apply the sanctions of the fiscal law. 

In dealing with a trade-mark of world-wide renown, we must apply the provisions of 
Article 5 of the International Convention of Industrial Property which reads as follows: 

“If in a certain country the use of a registered trade-mark is required, the registration 


can not be annulled except after an equitable time limit and provided the interested party 
does not justify the causes of his inaction.” 


This stipulation was adopted in consequence of proposals presented by the International 
Chamber of Commerce and by the British Delegation of the Hague Conference, as appears 
from the Proceedings of such Conference on pages 441 and 541. The British Delegation at 
the adoption of this stipulation pointed out that the registrations of trade-marks would not 
be cancelled if the lack of use should be due to special circumstances and not to any inten- 
tion of abandoning the trade-mark. 

Stephen P. Ladas, in his work on page 639, in discussing this stipulation of the Con- 
vention makes the following comment : 
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“In general, it must be admitted that the non-use is justified if the conditions of the 
market have changed or are such as to render difficult the importation or offer of goods 
on which the trade-mark is to be affixed in the particular country.” 


It appears then that, under the terms of this stipulation of the International Convention, 
the Brazilian period of three years, after the expiration of which the registration of a 
trade-mark may be declared forfeited by reason of non-use, can not be applied to trade- 
marks of owners who claim the benefits of the International Convention and are holders 
of title to such trade-marks. 





ARGENTINE DECISION ON CONFUSION OF ORIGIN 


A decision of considerable interest has just been rendered (February 1, 1944) by 
the Federal District Court of Buenos Aires in an opposition involving the following 
facts: An application was filed by a local party in Buenos Aires to register the 
trade-mark “Tres en Uno” and design in Class 2, which is the pharmaceutical class 
and includes insecticides for domestic use. The application was opposed by The 
A. S. Boyle Company, owner of the well-known “Three-in-One” trade-mark and 
design which is registered in Argentina in the English as well as in the Spanish form 
in Classes 3, 10 and 14 which cover particularly such products as oils, wax, hard- 
ware articles, and cleaning and polishing materials. It should be particularly noted 
that the applicant attempted to register not only the identical designation “Tres en 
Uno,” but also the particular and well-known design of the “Three-in-One” mark 
consisting of the large figure “1” including the figure “3.” The opposer claimed 
that, in view of the fact that the products of Class 2 in which the applicant seeks to 
register and those of Classes 3, 10 and 14 may be sold through the same outlets and 
may be employed for related uses, there would be confusion as to origin. The 
applicant claimed that the trade-mark law of Argentina is based on the principle 
that trade-mark rights are acquired by registration and are limited to the particular 
class and that the opposition should be dismissed. The court in a decision containing 
a careful analysis of decided cases and a clear statement of the principles of trade- 
mark law stated as follows: 


A. Since it is a question of similar cases and because the undersigned shares the 
criterion therein sustained, it is in order to reproduce the whereas clauses 5 and 6 of the 
decision which the then Federal Judge, Dr. Sarmiento, handed down in re: Hudnut 
Richard v. Perfumeria Dubarry, which decision was confirmed by the Chamber on its 
grounds (vide Rev. de Patentes y Marcas, year 1941, pp. 161 and 340). With the grounds 
sustained thereon, there is in agreement the decision of the Supreme Court which appears 
published in the Rev. de Patentes y Marcas, year 1942, page 258. 

5. In accordance with Articles 8 and 17, Sec. 2 of Law 3975, the right granted the 
owner of a mark takes in the object or class or objects for which the mark may have been 
applied for and obtained. To this principle responds the classification of goods established 
by the Regulation Decree of 1912, so that as a general rule it may be admitted that there 
do not exist conflicts between marks belonging to different classes. That is, a mark 
registered in a certain class will not be an obstacle in the way of registration of another 
identical or similar mark in another class. Breuer Moreno, Tratado de Marcas de 
Fabrica, No. 55. 

On the other hand, Article 6 of the law confers upon the owner of a mark the right to 
oppose the use of any mark which might produce direct or indirect confusion between the 
goods, provided that the requirements of the law have been met. For this reason, in 
exceptional cases, jurisprudence has interpreted that the said article grants the right to 
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oppose registration of a mark applied for classes or articles different from the one of the 
mark of which the opposer is the owner, provided that exceptional circumstances are 
present. Vide Breuer Moreno, No. 55, in fine and 56; Patentes y Marcas, 1913, page 30; 
1917, page 569; 1921, page 49; Jurisp. Arg., Vol. 58, p. 43 (Ricoltore case) ; vide decisions 
rendered In re: Curti v. Laboratorios Suarry, in which case it was declared that, since 
the word “Geniol” was registered and accredited to distinguish goods in Class 2, the same 
could not be granted to distinguish goods in Classes 1 and 16, because some of those goods 
were capable of being confused with those protected by the mark already registered. Vide 
decision of the first and second instances in Jurisp. Arg., Vol. 62, p. 614 and of the 
Supreme Court in the Gaceta del Foro, Vol. 136, p. 218; vide Laboratorios Suarry S. A. 
v. Romanelli, in which case it was decided that the mark Untisal being registered in Class 
2, the same word could not be used to mark goods in Class 16, Jurisp. Arg. Vol. 64, p. 57; 
vide case Sola v. Laboratorios Suarry, which decisions in the first and second instances 
are published in Jurisp. Arg., Vol. 68, p. 424 with an interesting note by Dr. Martin 
Wassermann, wherein there is made a recapitulation of foreign jurisprudence agreeing 
with this standpoint ; these decisions were confirmed by the Supreme Court; Pat. y Marcas, 
p. 361, 1940; wide finally decision of the first instance and of Supreme Court In re: 
Perfumeria Dubarry v. Fernandez Iglesias y Vergara, Rev. de Pat. y Marcas, 1939, 
p. 70 and 1940, p. 367. 

6. The question of deciding whether or not there exists the possibility of confusion, 
whether direct or indirect—Art. 6—which is that which justifies an action of opposition 
or cancellation, constitutes a de facto question submitted for judicial consideration—vide 
Allart Traité des Marques de Fabrique, Paris, 1914, No. 9—who shows himself to be 
favorable to a restrictive system, citing in its favor some cases of jurisprudence and 
criticizing others wherein there was admitted the coexistence of identical marks for similar 
industries—zide also Pouillet Traié des Marques de Fabrique, Paris, 1912, No. 31; 
Fauchille and Braun et Capitaine cited by Pouillet in a note on p. 34, formulate a rule 
which the undersigned finds suitable for the solution of the majority of cases of litigation 
which might arise on this aspect of trade-mark rights, stating that they must be con- 
sidered as similar and therefore not capable of adopting their marks, not only the industries 
or businesses whose products or goods are similar and authorize confusion, but also 
industries or businesses which, although different in production, are close enough for the 
public, seeing on the products or goods the same mark, to believe with reason that they 
are of the same person, the owner of the mark. 

En résumé, without wishing strictly to specify what are the circumstances which enable 
the owner of a mark in one class to oppose the registration of the same or a very similar 
mark in another class, which point must be judged in each case, the following may never- 
theless be mentioned as the important ones: (a) great similarity between the products; 
(b) the identity or great similarity between the marks; (c) the fact that such products are 
sold in identical types of business; (d) the fact that there is created in the consumer con- 
fusion as to the origin of the product with the consequent presumed intention on the part 
of a a tradesman to appropriate in his favor the activity or advertising of another. 

B. In the instant case there are circumstances which, although perhaps less evidently 
than in other cases recalled, impose the adoption of a similar criterion. On the one hand, the 
identity of the marks, which identity takes in not only the expression “Tres en uno” but 
also the design accompanying same. Sub-phonetic and graphic identity would suggest 
without a doubt a relation between the two products. Secondly, the circumstance invoked 
by the plaintiff that the goods to which the marks refer are manufactured and sold 
ordinarily in the same factories and businesses. With particular reference to sale, it is 
known to the public that anti-mosquito spirals, and lubricating oils for sewing machines, 
spot-removers, furniture polishes, etc., are sold in the same business, commonly called 
hardware stores. And it appears current, according to the well-substantiated proof of the 
plaintiff, that a single firm is engaged in the joint exploitation of those products. It is true 
that confusion between the goods would not be easy, for it is impossible that person desiring 
to purchase spirals would consent to be sold wax or paste, or vice-versa. But it is not a 
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question of this alone, but also of the confusion of the origin of the merchandise and of the 
credit which could be unduly appropriated by a tradesman. 

The undersigned understands that the present constitutes a “borderline case” of doubtful 
solution, but under these circumstances he is inclined to protect the right already acquired 
rather than a merely expectant one. 

For these reasons: J decide to sustain the complaint instituted, considering the opposition 
which was formulated administratively to be well taken, and rejecting the countercomplaint. 


All this without costs, since the defendant might believe himself to have reasons for 
litigating. 


JUDGE. ALFronso E. Poccarp. 


COLOR SHADE NAMES* 
By Hugo Mock 


Perhaps it would be helpful to members of the Toilet Goods Industry to clarify 
somewhat, if possible, the question of the selection and use of color shade names em- 
ployed in connection with shades of such products as face powder, rouge, nail polish, 
compacts, and the like. 


It is intended herein, not so much to explain the selection and use of color shade 
names from a legal standpoint as to point out some of the factors which must be taken 
into account in the selection of new names and in the use of old names to identify 
specific color shades used for face powders, rouge, lipsticks, nail polishes, and the 


like. 

Naturally, such shade names may be broadly divided into two classes : 

(A) Names intended to guide the purchaser and user of these products in the 
selection of a desired shade for her use, but in which names the manufacturer claims 
no exclusivity. In this class belong all of the shade names which are clearly public 
property and can be freely used by all members of the industry and which are in- 
tended to accurately define the shades in question. 

The second class : 

(B) Are shade names which are originated by an individual manufacturer, which 
may have a permanent place in the advertising promotion of the particular manufac- 
turer and which names the manufacturer uses to identify the particular shades of his 
products and in which the manufacturer claims a monopoly. 

In Class “A” the question is merely one of selecting a name which is purely de- 
scriptive which belongs to the trade generally and which will present no legal com- 
plications to the manufacturer or brand owner using the same. 

In Class “B” the shade name which is intended to be owned and used exclusively 
by one manufacturer or brand owner requires greater care in its selection as origin- 
ally it must not be descriptive of the shade, it must be capable of monopolization the 
same as other trade-marks and it must not have been previously used in this or other 
industries to characterize the shade in question. 


* This is an article prepared by the author for the Toilet Goods Association and published by 
it as Bulletin No. 653. We feel that our members generally may be interested in the subject and 
its discussion in this article. 
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Shade “A”—Shade Names Which are Public Property 


Such shade names include the names which are well recognized in the trade as 
being public property by reason of long and well recognized usage and which can be 
also readily identified in well-known color guides and other publications relating to 
color. To this class belong such names as Rachelle, Naturalle, Blanche, Rose, Vio- 
let, Mauresque, etc., etc. 

Verification of the descriptive nature of any given shade name can be had by 
reference to such color guides as A Directory of Color by Mearz & Paul, published 
in 1930 by McGraw Hill Publishing Company—various year books of the American 
Association of Textile Chemists and Colorists, Historical Color Guide by Elizabeth 
Burris- Meyer, published in 1938 by Wm. Helburn, Inc., and various trade price lists 
and catalogs relating to specific dyestuffs and colors sold by individual companies. 

Of particular importance is the fact that many names which originally did not 
have any descriptive significance at all may, by long usage have acquired a descriptive 
character. By this these names have become known to artists, decorators, fabric 
manufacturers, and others as referring to particular colors or shades. A name which 
has become recognized as representing a particular color in the dress trade could 
scarcely be monopolized as a cosmetic shade, unless it were used to designate some 
shade or color entirely different from that with which it had been connected in the 
other industry. 

For example, names which originally were not descriptive, but certainly have be- 
come descriptive as applied to particular shades, are names chosen from the “Histor- 
ical Color Guide,” such as Ali Baba, Allure, Amethyst, Blossom, Celestial, Fire, Fear, 
Flame, For-get-me-not, Hope, Madonna, Mayfair, Midnight, Pizarro, Spring Gar- 
den, Sunset, Topaz, Watteau, Wine, etc., etc. It is not intended to convey herein 
that these particular names are all public property as applied to cosmetic shades. It 
must, however, be borne in mind in considering the right to monopolize a particular 
name for a cosmetic shade that such name may have acquired a secondary meaning 
which would entitle the user thereof protection against subsequent users of the same 
name. This might arise because of its acceptance by the general public, its use in ad- 
vertising and in other ways so that a name which may in the beginning have been 
descriptive may later become clearly to identify the wares of a particular manufac- 
turer. 

This whole question of secondary meaning is involved and complicated and not 
easy of definition in particular cases. It is always subject to the final judgment of 
the courts whenever disputes arise. 

Therefore the brand owner who is selecting a new shade name and wishes to 
monopolize it should, if he desires to avoid any possibility of legal complications: (1) 
choose a name which is fanciful and arbitrary; (2) choose a name which has pre- 
viously not been used either for that particular shade or any shade in the color 
spectrum; and (3) choose a name which is capable of monopolization according to 
the general law of trade-marks. 

The books above mentioned are available for inspection at the office of the Board 
of Standards of the Toilet Goods Association, and any inquiries as to any particular 
color or shade names will be cheerfully answered by the Board of Standards. These 
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lists of names have no reference to the lists of registered trade-marks and, therefore, 
even if the name submitted is not found in these lists, the brand owner should, at the 


same time, make necessary trade-mark searches in addition to any inquiries made to 
the Board of Standards. 


Summary 


1. Names widely recognized by long usage in this industry and other industries 
as applicable to a particular shade or tint may be used by any member of the industry, 
subject to the possibility of a secondary meaning, having previously been acquired 
for this particular shade or tint by some other member of the industry. 

2. New names which brand owners wish to monopolize should not only be 
fanciful and arbitrary but should not correspond with names already used for these 
specific shades in this or any other industry. 

It is thought, for instance, that a name such as “Wrath” which characterizes a 
grey color in the “Historical Color Guide” might possibly be used for a red lipstick, 
as it would be clear that the new use of the name would be arbitrary and fanciful as 
applied to a red color. 


In addition, of course, such new names should not conflict with existing trade- 
marks in the industry. 


TRADE-SLOGANS 


In accordance with our custom, we publish below a trade-slogan sent in by a 
member in order to place on record their claim of ownership and use. This service 
is rendered without charge to regular members of the Association: 


“Half the Pressure—Twice the Speed” Eberhard Faber Pencil Co. 
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WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, May, 1942 and the June, 1943, Reporter, delivered in 
condition for binding ; for two copies of the 1940, Index, 50 cents each. 


For Sale: War Measures Relating to Industrial Property (Supplement to 
the January, 1944, issue), $0.75. 


Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 


Address: 
UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirTH AVENUE, 
New York Cry. 








